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o IN THE UNITED STATES DISTRICT COURT
" FOR THE NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION

PURE IMAGINATION, INC., )

| | | )

Plaintiff, )

) No. 03 C6070

V. )
PURE IMAGINATION STUDIOS, INC, ) BCKETER
o | ) . -
... Defendant. ) SEP 8 0 2004

MEMORANDUM OPINION AND ORDER

AMY T, ST E'V'E; .']_)istrict Court Judge:

"On Aﬁguét_ 28, 2003, Plaintiff Pure Imagination, Inc. (“Pure Imagination”) filed this suit
ﬁgﬁiﬁgfﬁefendam'?me Imagination Studios, Inc. (“Studios”) for trade mark infringement and
cfbei;ﬁifacy associated with Studios” use of the trade name “Pure Imagination Studios” and the
_domain ‘fiames ‘_fﬁWW.’pUIeimagination.com” and “www.pureimaginationstudios.com.” After
condubting disé_overy, Pure Imagination filed a Motion for Summary Judgment. (R. 18-1.) For
thereasons set.fé’r'fﬂ;below, Pure Imagination’s Motion is granted in part and denied in part.

BACKGROUND

A, 'The Parties
Pure Imagmatlon provides advertising and web site development services and goods. (R.
1-1, Conjpl. 1 ..) Pure Imagination was incorporated in Illinois on March 21, 2000 and has its
prmc1pal placeofbusmess in Batavia, linois. (R. 25-1, Plantiff’s Rule 56.1 Statement of

Material Facts mSupp of its Mot. For Summ. J. (“P1.’s 56.1 Stmt.”) §6; R. 1-1, Compl. §7.)
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Studios provides ad\fertismg, graphic design, illustration, and web site services and goods. (R. 6-
1, A'r_;swerj_1'9.) Studios was incorporated in Illinois on January 10, 2001 and has an office in
Texas. (Id. §3.) |

- mi; The Partles Use of the Mark “pure imagination”

N ,Pur__e Imagination used the “pure imagination” mark in a publication for a Minnesota
magazine on Janﬁ@ 3; 1999. (Pl>s 56.1 Stmt. §3.) The parties dispute the scope of Pure
Imagmatlon’s buéiﬁéss. Studios alleges that Pure Imagination’s market is primarily local to
Bataﬁe, Ilinois. | (R; 22-2, Defendant’s Rule 56.1 Statement of Material Facts in Opp. to
Plamtlﬂ’sMot ForSumm J. (“Def’s 56.1 Stmt.”) 47.) On the other hand, Pure Imagination

' contendsthat i't.:l‘l.«lasl_;.worldwide business because it advertises on the Internet. (R. 18-1, PL’s
Mem at 9.)
Studios first used the mark “pure imagination” in interstate commerce on May 18, 2001,

(P1’s 56.1 Stmt. '[[4.5 Studios alleges that in early 2001, it performed a trademark search and
found no reference to Pure Imagination. (Def.’s 56.1 Stmt. §2.) Studios further alleges that in
early 2001 it had 1o knowledge that Pure Imagination was in business. /d. Studios offers
services worldwide, including fifteen states and seven countries. (/d. Y7.)

~ 'On May "2.2;' 2002, Pure Imagination filed an application for registration of the “pure
iiﬁééinatioﬁ” rnark with the United States Patent & Trademark Office. (P1’s 56.1 Stmt. §9.)
Pure Imagination received its registration certificate No. 2721,452 on June 2, 2003. (Zd. §9.)
Pr1or 1o Pure Imagmatlon s federal registration application, Studios obtained state trademark

reg1st:rat10ns for the maxks “Pure Imagination Studios” and “pureimagination.com” in Illinois on

December 31, 2001 (Def’s 56.1 Stmt. §6.) On April 22, 2002, Studios obtained registration for




thernark “Pure Ifhégiflation Studios” in Oklahoma. Id.

C o Pfeﬁﬁus Registration of the “www.pureimagination.com” Domain Name

| In :éarly 1998 , Scott Hamlin operated a company known as Pure Imagination and in June
199@féé'iéferedii;domain name “pureimagination.com.” (Def’s 56.1 Stmt. 3.) The principal
o"f'::'_s_tudios, Josh Williams, worked with Mr. Hamlin at this time. Id. Mr. Hamlin did not renew

the domain name ‘;ﬁaf'éimagination.com,” and Michele Trimble subsequently registered the name.

(Id. "1'[4.)_ Mr. _Williarﬁs completed a formal transfer of ownership in the domain name in May,

| 2001,paymg$600to Ms. Trimble for the domain name. (/d. Y4.)
o | ANALYSIS
I Legal Stamiards
" Under Fed'e'.ria_l Rule of Civil Procedure 56, summary judgment is proper where “the

p__leadji}gs,_depo's'itlipns, answers to interrogatories, and admissions on file, together with the

affidavits, if any, show that there is no genuine issue as to any material fact and that the moving

party4i's____cntitled;_f<')imé; judgment as a matter of law.” FeD. R. C1v. P. 56(c); Celotex Corp. v.

Catrett, 477 U'S. 317, 322-23, 106 S.Ct. 2548, 2552, 91 LEd.2d 265 (1986). The Court’s

functlon 1s “nb:t.:jfc:f::ﬁeigh the evidence but merely to determine if ‘there is a genuine issue for
*trial. ’.”'_Ja'ckson -i;..:zlllinois Medi-Car, Inc., 300 F.3d 760, 764 (7" Cir. 2002) (quoting Anderson
'i).“ii‘z’ié};y Lobby, Inc., 477 U.S. 242, 249, 106 S.Ct. 2505, 2511, 91 L.Ed.2d 202 (1986)). A
genuinie issue of friié\t,erial fact exists only if a “fair-minded jury could return a verdict for the [non-
foving party]. _én tﬁé_evidence presented.” Anderson, 477 U.S. at 252.

- .In'ass'esf‘siﬂg' whether a genuine issue of material fact exists in a case, the Court must

construe all facts 'iﬁ"the light most favorable to the non-moving party and draw all reasonable and




justiﬁabie.ihferénccé 1n favor of that party. See id. at 255. Neither “the mere existence of some
a]l_éé_qd factual dispute between the parties,” id. at 247, nor the existence of “some metaphysical

doubt as to the material facts,” Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475U .S. 574,

586, 06 S.Ct. 1348, 1356, 89 L.Ed.2d 538 (1986), is sufficient to defeat a motion for summary
judgment. See Skorttp.v. Modern Door Corp. 153 F.3d 512, 514 (7* Cir. 1998).
. . V___;_;'If_r_ademgj;.lg__I_nfringement

| To prevé:fll_:t'it?a trademark mfringement claim against an accused infringer, the plaintiff
_ must ;:ilow a proteaable trademark and a likelihood of confusion on the part of the public. Nike,
Inc. v. “Just Did_:[t_,".’:Enter., 6 F.3d 1225, 1227 (7% Cir. 1993). A party shows a protectable
tradelttark by éstablishmg priority of use of the mark as a trademark. Johnny Blastoff, Inc. v. Los
Angelé.s:Rams Fbotball Co., 188 F.3d 427, 433 (7™ Cir. 1999). The registration of a trademark in

the Umted States Patent & Trademark Office establishes constructive use of the trademark

_nat1onW1de 15 U C ‘§ 1057(b). Even when a plaintiff has a federally registered trademark, a
defcndant who n good faith used the trademark continuously from a time prior to a plaintiff’s
.al-)plt‘cétlon for rcgtstrauon may have rights to use that mark in the areas in which it had trademark
rtghts pnor to the plamt1ﬁ’ s registration application. 15 U.S.C. §1115(b); Safeway Stores, Inc. v.
Safeway Quahty Foods Inc., 433 F.2d 99, 104 (7™ Cir. 1970). A party can obtain the benefit of a
thu'd party S, earller use of a mark but only if the earlier use qualifies as “trademark use,” the mark
has.l:)é,eﬁ- used ,Cbﬂtﬁiﬁously and not abandoned, and the third party assigned the rights in the mark
andthe gdodwziil associated with that mark. Money Store v. Harriscorp Fin., Inc., 689 F.2d 666
(7" Cir. 1982); -

- The iss'ﬁcs_ in Pure Imagination’s Motion related to trademark infringement are: (1)




whether Studios Qbfaiped trademark rights in the domain name “www.pureimagination.com”
throﬁéﬁfhird parfiééﬁ’: }egistration of that domain name and Studios’ subsequent purchase of the
domain 'na.me; (2) 1f _S,t_udi_os’ does not benefit from the third parties’ earlier registration of the
“wwaﬁﬁfreirnaghlatiQ_n.com” domain name, does Studios have any trademark rights related to its
use_.of_ _t_h_er “pute ﬁnagihation” mark prior to Pure Imagination’s federal registration application;,
an(i'é'(g_')'ﬁh&hefaﬁkélihood of confusion exists between Pure Imagination’s use of the “pure
imagjliatibn” markand Studios’ use of the “Pure Imagination Studios,”
“WWWTﬁﬁfeirnaginatiaa.com,” and “www.pureimaginationstudios.com” marks.

o A ‘ Studlos May Not Rely on the Earlier Third Party Registrations

" Sfadlos appea.rs to contend that Mr. Hamlin’s registration of the domain name

“wWW:pureimag_ination.com” in early 1998 prior to Pure Imagination’s first use of the “pure
lrnagmatmn mark n January 1999 gives Studios priority in that mark over Pure Imagination.
Pare Il;lagmatlon reaponds that Studios cannot benefit from the third parties’ earlier domain name
raglstfatlons, and even 1f Studios could benefit, Pure Imagination can prove an earlier first use of
the “pure unagmatlon”_mark in February 1998." In order to “tack” trademark rights to an earlier
use of ; a thlrd party, thie party seeking to obtain the benefit of the earlier use must show that the
earlier user d1d not -abandon the mark and that the earlier user assigned the mark along with the
g’ESEii%}ﬂI;ojf_ the bys_i_r_less (associated with the trademark). 15 U.S.C. §1060; Money Store, 689

F.2d at 676.

rwm‘-m-q- i e s

7 lBeca.us,o.';j;hls Court finds that no genuine question of fact exists that Studios does not
beneﬁt from any, ear,hcr trademark rights of third parties Mr. Hamlin or Ms. Trimble, this Court
does not reach the issue of whether Pure Imagination’s alleged use in February 1998 constitutes a

use i commerce. under the Lanham Act.




| Any attempt by Studios to rely on the earlier third party domain registrations fails as a
matte; .of iaw fbr,;tt, .;le-ast two reasons. First, Studios’ has not set forth any evidence to show that
Mir. Hamlin or Ms. Trimble actually used the “www. pureimagination.com” domain name as a
trademark. The law is clear that the mere registration of a domain name does not constitute the
use_,of‘the_doma:iﬁ_ﬁa_fne as a trademark. Juno Online Servs., L.P. v. Juno Lighting, Inc., 979 F.
Supp.'_6'84., 691 (N D Tl 1997) (“The mere ‘warehousing’ of the domain name is not enough to
ﬂnd thatdefendant :i)‘fl.é,.ced the mark on goods or ‘used or displayed [the mark] in the sale or
ad'x_rer_ti._s_ing _of's'e:'r'"w.'/i“cejs’ as required.”); also see Brookfield Communications, Inc. v. West Coast
Enim't Corp., 174T.3d 1036, 1051 (9" Cir. 1999) (holding that “registration of a domain name
dééé notltself const1tute ‘use’ for purpose of acquiring trademark priority”). Because there is no
| ewdenccof thé thll‘d ;pérties’ use of the domain name as a trademark, there is no genuine dispute
thatStudloscannotbeneﬁt from any earlier trademark priority before its own first use.
i : Second, ex;enlf either Mr. Hamlin or Ms. Trimble did use the domain name as a
trademark, Studmsoffers no evidence, or does it even allege, that either of those third parties
ass1gned the goodvﬁll associated with that trademark to Studios. While this Court recognizes that
tanglble lasrsei;,s) neednot be transferred along with a trademark in order for the “good will” to be
traiﬁ?éffed, MoheyStore 689 F.2d at 676, none of the evidence set forth by Studios creates any
genumelssueaboutany goodwill associated with the domain name being transferred. See
Pepsic_d, Inc. v.;_Grapette Co., 416 F.2d 285, 287 (8" Cir. 1969) (holding that assignment of
tradginark was _S}Q:ic_ljubccause no goodwill associated with the mark was transferred along with the
mark)Sjtudlosprowdes several pieces of correspondence between Ms. Trimble and the principal

“of Studios, Mr. Williams. (R. 22-1, Def’s Mem. Exs. 1-9). This correspondence, however, at
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most iﬁdicétes that the domain name was sold for $600 and the assignment process took several
mohths%.'lii'féi. Bec‘al.l-;_é-_-iétudios has not even alleged that it obtained any goodwill along with the
domairi name r1ghtsfrom Ms. Trimble, as a matter of law, Studios cannot claim as its first
trademérk use the é;,ﬁier domain name registrations of either Mr. Hamlin or Ms. Trimble.

B There is an Issue of Fact Regarding Whether Studios Has Trademark Rights
as a Junior Good Faith User

The LanhamAct provides rights to a junior user of a mark who adopted the mark without
knowlédﬁé’ of a registrant’s prior use and who used the mark continuously since prior to the
re__'gié_t;gpﬁ;j S app':li._éiaﬁo.n for federal registration. 15 U.S.C. §1115(b)(5)% Safeway Stores, 433
F.2d 99 (holding that defendant’s innocent continuous use of the mark prior to plaintiff's
registration Was._'_a_ defense to trademark infringement claim for geographic areas where defendant,
but :not plamtlff, wasusmg the mark prior to plaintiff’s federal registration), Burger King of
F l:::rzdalnc v._Ho’ot_._s','_403 F.2d 904 (7* Cir. 1968) (stating that defendants who adopted a mark
withouﬁ.hnowle_gi_gc of the plaintiff’s prior use and that had continuously used the mark from a
date prlor to plaintiffs’ federal registration of the mark are entitled to protection in the area of
such earlier rem;.te uée). Prior to federal registration, trademark priority is determined by the first
usemamarketarea Zazu Designs v. L'Oreal, S.4., 979 F.2d 499, 503 (7" Cir. 1992) (“Under
the _comon law,".;ne must win the race to the marketplace to establish the exclusive right to a
market”). A se,éonci,uscr who uses the mark in good faith may still use its trademark in areas

geographically remote from the market appropriated by the first user. V' & V Food Prods., Inc. v.

. Although §1115(b) relates to trademarks that have reached “incontestable” status,
§1115(a) makes clear that any of the §1115(b) defenses can be applied to a trademark that is still
contestable, such as the “pure imagination” mark here.

~




ca_é_z‘qa_é_Cheese Co. _fne., 683 F. Supp. 662, 666 (N.D. Ill. 1988). While neither party has
dirqatly addressedthmlssuc, the facts as viewed in the light most favorable to non-movant
Dcfendant Studios show that a genuine question of fact exists whether Pure Imagination’s federal
trademark reg1stfat1an is subject to Studios’ existing rights in certain geographic areas at the time
of sach aéiallcatlaa

_ylewedm,thefhght most favorable to the non-mowvant, Studios’ first use in commerce of

thé;“_"l'jﬁr'é.‘Imagirigt'i-aﬁistudios” mark was May 1, 2001 and its first use in commerce of the
‘www purelmagmatlon com” mark was April 1, 2001. (R. 22-1, Def. Mem. Ex. 3). Although
these ﬁrst uses occurred after Pure Imagination’s first use, they nonetheless took place prior to
Pure Imagmatlon’_s_ application for federal trademark registration on May 22, 2002. (PL’s 56.1
'. Stmt‘[[9) S.tudiés::submits the affidavit of its principal Josh Williams stating that “Defendant’s
semcesareofferedworld—mde, including 15 states and 7 countries.” (R. 22-3, Williams’ Aff.
1]9). Mr Williams ‘cfontinues that “Pure Imagination Inc.’s business is primarily local in the
C_hicagpland _aréa.”u__:fd. Mr. Williams further states that at the time Studios was incorporated,
S.tﬁdio_s_ wasnot aware of Plaintiff or Plaintiff’s use of the “pure imagination” mark. Id. { 4.
While _P.ure Imaglnatlon disputes some of the facts set forth in Studios’ Affidavit of Mr. Williamns,
tlais Co'urt cannat wgigh credibility issues at the summary judgment stage. AHP Subsidiary
Holdiﬁg' Co. v. Srz;c;}:, Hale Co.,1 F.3d 611, 619 (quoting Liberty Lobby, 477 U.S. at 255, 106

S Ct At 25 13- 14) A reasonable jury could therefore find that Studios had used in good faith the
pure 1mag1nat1on mark in areas where Pure Imagination did not yet have trademark rights.

C 'k'.ii"“lialihood of Confusion

" In determmmg whether a likelihood of confusion exists, the Seventh Circuit has




estabhshed seven factors to consider: “(1) similarity between the marks in appearance and
suggestton (2) snmlanty of the products; (3) the area and manner of concurrent use; (4) the
degree of care likely te be exercised by consumers; (5) the strength of the plaintiff®s mark; (6)
whether,actual,confu;eion exists; and (7) whether the defendant intended to ‘palm off’ his product
as that ofthe plafn{{m* CAE, Inc. v. Clean Air Eng’g, Inc., 267 F.3d 660, 677-78 (7% Cir. 2001).
'The llkehhood of_ c,o,nfusmn analysis involves a fact intensive balancing test and no single factor is
dlsposmve Id at 678.

As thls Court has explained, under Local Rule 56.1, a party moving for summary
judgment_must ﬁl_e_,a staterment of material facts on which it relies in support of its motion. LOCAL
RULE561 seebu'gan v. American Brick Paving, Inc., No. 02 C 5261, 2004 WL 1459265 (N.D.
1l June 24 2004) (notmg that failure to comply with Local Rule 56.1 was “a potentially
drsposmve matter”) Here, although Pure Imagination has provided a Local Rule 56.1 statement,
it_h_as_ faile_d to set ,_forth in that statement most, if not all, of the facts it is presumably relying on to
support 1ts llkehhood of confusion analysis. See Smith Fiberglass Prods, Inc. v. Ameron, Inc., 7
" F3d1327, 1329 (:7tﬁ Cir. 1993) (likelihood of confusion is a question of fact).

Analyzmgthe facts as set forth m Pure Imagination’s Memorandum, genuine questions of
faet_stﬂl,eXist,as, t;_.iiijlicelihood of confusion. Specifically, there are questions of fact related to
three. of the Sesreatlt:'(ijrcuit’s factors: intent of Defendant to palm off his product as that of

- Frrst genume questions of fact exist whether Studios intended to cause confusion through
its trs.e-‘_'of the pure Jmagmatlons” mark. As discussed, Studios has set forth an affidavit that it

was not aware of Pure Imagmat1on or Pure Imagination’s use of the “pure imagination” mark at




the time it beganitigi_gge_ that mark. (R. 22-3, Williams’ Aff. 14). There is therefore an issue of
fact r_'egardi_ng thc_:'ilifent of Studios to confuse.
. Second, a genuine dispute also exists regarding the actual confusion evidence set forth by

Pure Imagination... Pure Imagination has provided the affidavits of two Batavia, Illinois residents

that attempted to locate Pure Imagination’s website by visiting www.pureimagination.com. (R.
1 8-1,§1«’WsMemexO) The customers entered the website, looked around, then became
confused and eventually telephoned Pure Imaginations. Jd. Studios disputes that these affidavits

dcmoné_ifate actual___p_pnfusion because “the consumers realized they had the wrong website.” (R.

Zijl, Def ’s Mem. at 5). Pure Imagination is correct that the affidavits demonstrate initial interest
confusion with.resﬁc.a__ct to the “www pureimagination.com” mark. Dorr-Oliver, Inc. v. Fluid
Ouip, Inc., 94 B34 376, 382 (79 Cir. 1996). As the Seventh Circuit has explained, “the Lanham
Act forbids a cbmp“é_'_:titor from luring potential customers away from a producer by initially
p_assing_ :off its goodsas those of the producer’s even if confusion as to the source of the goods is
dié.pel}e§ by the tirie any sales are consumated.” 7d. In other words, even though the consumers
rc,alizéil__ they werc,:l_'ri%)t at the web site of Pure Imagination, the fact that the consumers visited
W'ww;p-': ﬁrcimagiﬂg: &;:;n.com, in the first instance, shows that Studios was benefitting from the
goodv?rﬂlof Pure ffﬁégination. Pure Imagination’s initial interest confusion argument as set forth
in its Motion, though, only applies to the “www.pureimagination.com’ mark and not to the “Pure
| Imagination Studlos” mark. A question of fact exists as to whether the consumers were actually
confusedwhen eyﬁrst saw the “Pure Imagination Studios” mark — after the consumers had
afri\.fed ;1t the. webSIte Additionally, because the consumers could possibly view Studios’

disclaimer in ¢onjunction with their first exposure to the “Pure Imagination Studios” mark, there
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is a genume dlspute whether Studios’ disclaimer would mitigate any confusion.

Thtrd for the area and manner of concurrent use factor, Pure Imagination relies solely on

each part1es use. of the Internet to advertise their services and goods. While Studios fails to come

forward w1th any facts related to this factor, Pure Imagination’s initial analysis is insufficient to

show that- thls factor welghs heavily in favor of Pure Imagination. If the mere fact that two
companies both advertised on the Internet meant that they had the same area and manner of using
their marks, then this factor would almost always favor confusion. Rather, Pure Imagination

needs further factual analysis before this factor can unquestionably weigh in its favor.

o The Court notes that while Pure Imag1nat1on failed to properly set forth its facts for
likelihood of confuéion in accordance with Local Rule 56.1, the discussion of those facts in its
Memorandum pfeeents a compelling case for likelihood of confusion. The Court recognizes that
no. one. factor is. requ1red for a finding of a likelihood of confusion analysis. See CAE, Inc., 267
F. 3d at 678 (’7'lh Cn‘ 2001) Nonetheless, balancing the totality of the circumstances and viewing
the_ f_::t_c__ts in the llght: most favorable to Defendants, issues of fact remain.

11 Cyberpiracy Claims
| .'The LanhamAct requires that a party have a bad faith intent to profit from the mark in
_ questlon of fact ex1sts whether Studios was aware of Pure Imagination and the “pure imagination”

mark when Studio_s acquu‘ed the domain names in question. Accordingly, summary judgment is

demedas to Pure Imagination’s claim for cyberpiracy.
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CONCLUSION

PuIe Ima.g.inzition is entitled to judgment as a matter of law that Studios does not have
trademark rights iixilrthe mark “www . pureimagination.com” based on any registration or use of that
doniéin Ifafne pnor to Studios’ own first use of that mark. There is no genuine issue of material
fact that would allow ajury to find that Studios benefits from any prior third party registration of
the domam name ‘www pureimagination.com.” Pure Imagination’s Motion for Summary
Judg;meiit is hereby granted regarding this claim.

- Because"g”énuine questions of material fact exist as to Studios’ trademark rights prior to

Pure Imagmatlon s federal trademark registration and to the likelihood of confusion analysis, Pure
Imagmatlon s M0t1on for Summary Judgment is denied in part. Pure Imagination’s Motion for
Summary Judgment is also denied as to the claims for cyberpiracy because genuine issues remain

regardmg whethel: Studlos acted with bad faith as required by the Lanham Act.

DATED ‘September 29 2004 ENTERED

o b€

AMY J. SB.(EVE
United States District Court Judge
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